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DETAILED ACTION 

1 . Applicant's election of Group I (claims 1-5 and 9) in the reply filed on 3/3/08 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Objections 

2. Claim 2 is objected to because of the following informalities: line 2, "the surface 
roughness" should be changed to "a surface roughness" because of first mentioned. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 4, the limitation "wherein the depth of a defective portion is no greater 
than 2/3 of the thickness of said electrically insulating film" is unclear. It is unclear 
because if the insulating film has a defective portion then how can the defective portion 
be controlled in order to get the depth of the defective portion being no greater than 2/3 
of its thickness? 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP (2003-7895) - cited in IDS. 

Regarding claims 1 and 9, JP ('895) discloses, in Fig. 3, a substrate for a 
semiconductor device, comprising: a base 22a made of aluminum and silicon carbide 
(see par. [0006] of translation); an electrically Insulating film 31 formed on at least a 
portion of a surface of the base 22a; and a semiconductor element 14 bonded to the top 
of the electrically insulating film 31 , wherein the electrically insulating film 31 includes 
plurality layers comprising a layer 23a of aluminum oxide and a layer 13a of silicon 
oxide ( see par. [0018] of translation). 

JP ('895) does not disclose that the layer 23a and the layer 13a are made by one 
type of insulating film. 

However, it has been held that selecting a known material on the basis of its 
suitability for the intended use is a matter of obvious design choice. In re Leshin, 125 
USPQ 416. There was absent evidence of disclosure of chticality for selecting 
insulating film including plural layers made of one type of insulating film as claimed. 
Therefore, it would have been obvious to have the layers 23a and 13a made of one type 
of insulating film by substituting layer 13a made of silicon oxide material with a layer 
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made of aluminum oxide material because of their equivalence for their use in the 
semiconductor art as the insulating materials and the selection of any of these known 
equivalents to be used as electrically insulating materials for the insulating layers 23a 
and 13a of JP ('895) would be within the level of ordinary skill in the art. 

7. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
(2003-7895) in view of JP (9-107057) - cited in IDS. 

JP ('895) does not disclose the base having the surface roughness in a range as 
claimed and the thickness of the insulating film being no smaller than the surface 
roughness. 

However, JP ('057) teaches, in Figs. 3 and 4, a substrate for a semiconductor 
device comprising an insulating film 8 formed on a surface roughness of a metal base 3, 
the surface roughness of the base 3 is within a range of 0.2 um and 1 .5 um. 
Accordingly, it would have been obvious to form the base of JP (895) having a surface 
roughness within a range as claimed and to have the thickness of the insulating film 
being no smaller than the surface roughness of the insulating film because such surface 
roughness is well known and commonly used for improving the adhesion and such 
thickness of the insulating film would provide more effectively in isolating the 
semiconductor element from the metal base. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phat X. Cao whose telephone number is 571-272-1703. 
The examiner can normally be reached on M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on 571-272-1705. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/P. X. C.I /Phat X Cao/ 

Primary Examiner, Art Unit 281 4 Primary Examiner, Art Unit 281 4 
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